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REMARKS/ARGUMENTS 

I. General Remarks and Disposition of the Claims 

At the time of the Office Action, claims 1-30 and 34-40 were pending. Claims 1- 
30 and 34-40 stand rejected. Applicants have amended claim 1 and have added claims 72-105. 
Applicants respectfully request reconsideration in light of the remarks contained herein. 
Applicants thank the Examiner for his careful consideration of this application, including the 
references Applicants have previously submitted. 

II. Remarks Regarding Rejections Under 35 U.S.C § 102(b). 

The Examiner has rejected claims 1, 2, 7, 19, 27, 30 and 39 under 35 U.S.C. 

102(b) as anticipated by U.S. Patent No. 4,399,866 issued to Dearth (hereinafter "Dearth"). 

With respect to this rejection, the Examiner writes that: 

Dearth teaches a composition for controlling the flow of water 
from a subterranean formation which comprises using a furfuryl 
alcohol resin without a curing agent (column 4, lines 44-59). 
Water acts as a diluent as in claim 27, and as a ductility imparting 
agent as in claim 19. The present invention is thus anticipated by 
Dearth. 

(Office Action at 2.) Applicants respectfully disagree, and submit that the Examiner has not 
shown that Dearth discloses every element as recited in independent claim 1 as required to 
anticipate the claims under 35 U.S.C. § 102(b). Manual of Patent Examining Procedure § 2131 
(2004) (hereinafter "MPEP"). 

In particular, Applicants' independent claim 1 discloses "injecting a consolidation 
composition comprising a furan-based resin into an interval in the subterranean formation; and 
permitting the consolidation composition to cure to a desired level of strength therein without the 
addition of a curing agent." Applicants respectfully submit that Dearth does not disclose a 
method of using a consolidation composition comprising a furan-based resin without the addition 
of a curing agent . Rather, Dearth discloses that organic gelling materials, including furfuryl 
alcohol resins, have little temperature resistance compared to inorganic plugging materials and 
are thus only suitable for use in formations with temperatures less than about 250°F. Dearth col. 
4, line 66 - col. 5, line 2. One of ordinary skill in the art is aware that, at such temperatures, such 
furan-based resins require the presence of a curing agent, introduced either with the resin itself or 
in a subsequent injection, in order to cure. See Applicants' Specification at ^ [0015]. The 
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present invention, however, teaches a method for use in controlling the flow of water from a 
subterranean formation by placing a consolidation composition comprising a furan-based resin in 
a subterranean formation and permitting the consolidation composition to cure without the 
addition of a curing agent. 

Therefore, Applicants respectfully assert that independent claim 1 is not 
anticipated by Dearth. Claims 2, 7, 19, 27, 30 and 39 depend, either directly or indirectly, on 
independent claim 1. All these dependent claims, which include all the limitations of the 
independent claim, are allowable for at least the reasons cited above. Accordingly, Applicants 
respectfully request withdrawal of this rejection with respect to claims 1, 2, 7, 19, 27, 30 and 39. 
III. Remarks Regarding Rejections Under 35 U.S.C. § 103(a). 

The Examiner has rejected claims 34 and 38 under 35 U.S.C. 103(a) as being 

unpatentable over Dearth. With respect to this rejection, the Examiner writes that: 

Dearth differs from the present invention in not teaching the 
formation temperature at 300 degrees F, or the time of claim 38. It 
would however be obvious to one of ordinary skill in the art to 
utilize the composition of Dearth at various temperatures and time 
intervals depending on the desired amount of plugging and 
formation conditions. 

(Office Action at 3). Applicants respectfully disagree because the Examiner has not established 
a prima facie case of obviousness, in that there is no suggestion or motivation to modify Dearth 
to arrive at the methods claimed by Applicants. See MPEP 2142. In determining whether such a 
suggestion or motivation exists, "[a] prior art reference must be considered in its entirety, i.e. as a 
whole, including portions that would lead away from the claimed invention." MPEP § 2141.02. 
In view of Dearth as a whole, a person of skill in the art would not be motivated to modify 
Dearth to perform Applicants' claimed methods. 

The Examiner states that it would be obvious "to utilize the composition of 
Dearth at various temperatures and time intervals depending on the desired amount of plugging 
and formation conditions." (Office Action at 3.) Applicants respectfully disagree. The present 
invention teaches methods involving the use of a consolidation composition comprising a furan- 
based resin for use in controlling the flow of water from a subterranean formation without the 
addition of a curing agent. As described above, one of ordinary skill in the art is aware that, at 
the temperatures present in the methods described in Dearth, such furan-based resins require the 
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presence of a curing agent, introduced either with the resin itself or in a subsequent injection, in 
order to cure. 

Moreover, claim 34, which depends directly on independent claim 1, further 
recites the use of such a resin in formations with temperatures above about 300°F. Dearth, 
however, explicitly teaches away from using furan-based resins at such temperatures. 
Specifically, Dearth teaches that "organic gelling materials are less temperature resistant than 
inorganic plugging materials. Generally, the use of organic gelling materials is preferred 
especially where temperatures in the formation are less than about 250°F." Dearth col. 4 line 66 
- col. 5 line 2. Therefore, Dearth differs from the present invention not only in not teaching the 
formation temperature and time described in claims 34 and 38, but also teaches the necessity of a 
curing agent and teaches away from the use of the present invention under the conditions 
described in claim 34. Thus, there is no motivation to modify Dearth to arrive at the methods 
claimed by Applicants. 

Consequently, for at least all the reasons stated above, Applicants respectfully 
submit that these claims are patentable over Dearth. Accordingly, Applicants respectfully 
request withdrawal of this rejection with respect to claims 34 and 38. 

IV. Remarks Regarding Nonstatutory Double Patenting Rejection 

Claims 1-30 and 34-40 stand provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as obvious over the claims of U.S. Patent No 
7,028,774. Submitted herewith is the appropriate Terminal Disclaimer in compliance with 37 
C.F.R. § 1.321 disclaiming the appropriate term. Accordingly, Applicants respectfully submit 
that the double-patenting rejection over this application has been overcome, and respectfully 
request the withdrawal of these rejections. 

V. No Waiver 

All of Applicants' arguments and amendments are without prejudice or 
disclaimer. Additionally, Applicants have merely discussed example distinctions from the cited 
references. Other distinctions may exist, and Applicants reserve the right to discuss these 
additional distinctions in a later Response or on Appeal, if appropriate. By not responding to 
additional statements made by the Examiner, Applicants do not acquiesce to the Examiner's 
additional statements, such as, for example, any statements relating to what would be obvious to 
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a person of ordinary skill in the art. The example distinctions discussed by Applicants are 
sufficient to overcome the rejections in the Office Action. 

SUMMARY 

In light of the above remarks and amendments, Applicants respectfully request 
reconsideration and withdrawal of the outstanding objections and rejections. Applicants further 
submit that the application is now in condition for allowance, and earnestly solicit timely notice 
of the same. Should the Examiner have any questions, comments or suggestions in furtherance 
of the prosecution of this application, the Examiner is invited to contact the attorney of record by 
telephone, facsimile, or electronic mail. 



Respectfully submitted, 

Mxa ?(ccahdur 

Larissa A. Piccardo 

Registration No. 60,448 

BAKER BOTTS L.L.P. 

One Shell Plaza 

910 Louisiana 

Houston, TX 77002 

Telephone: 713.229.1465 

Facsimile: 713.229.7765 

Email: larissa.piccardo@bakerbotts.com 

Date: June 7, 2007 
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